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DETAILED ACTION 



Response to Arguments 



1 . In view of the Pre-Appeal filed on 5/1 2/2006, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid.' 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 



signing below: 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 16-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Franco 
(US Pat App Pub No 2002/0046407). 

In regard to claims 16, and 21-22, Franco discloses an "information processing 
apparatus which acquires preset-recording data for preset-recording a television 
program from a predetermined information providing apparatus via a network and, on 
the basis of said preset-recording data, controls preset-recording said television 
program" as recited in the preamble of claim 1 (illustrated in Figure 1). The claimed 
limitation of "selecting means for selecting said television program to be preset- 
recorded" is met by Figure 4a item 406. "At a step 406, the web server 302 preferably 
receives programming instructions 118 from the user 110. In the embodiment illustrated 
in FIG. 2B, the user 110 submits the programming instructions 118 by choosing one or 
more programs to record through the Clickable Programming Page 210 or the Program 
Schedule Page 220. In one embodiment, the user 1 10 is first authenticated at the step 
404 before programming instructions are received at the step 406. In alternative 
embodiments, the order of the steps 404 and 406 can be reversed, or the steps 404 and 
406 can be performed simultaneously such as in conjunction with the use of identifying 
web browser cookies" (Paragraph 0085). The claimed limitation of "transmitting means 
for transmitting television program identifying information for identifying said television 
program selected by said selecting means to said information providing apparatus" is 
met by Figure 4a, item 408. "At a step 408, the control module 310 preferably creates 
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programming data 108, based at least upon the programming instructions 118. In one 
embodiment, the control module encodes the programming instructions 118 for 
transmission over the communication link 130. In the case that a broadcast medium 
(e.g., broadcast television infrastructure) is used as the communication link 130, the 
programming instructions are preferably prefixed by a video recording system ID code. • 
Alternatively, if a computer network is used as the communication link 130, the 
programming data 108 may be placed into addressed packets for transmission. The 
programming data 108 are also preferably encoded for the user's particular video 
recording system 120, possibly based upon brand, model, and/or configuration. In one 
embodiment, all remotely programmable video recording systems 120 can be 
configured to receive programming data in a common format. The programming data 
108 may also be encrypted to ensure privacy" (Paragraph 0086). Franco discloses 
receiving means for receiving said preset-recording data from said information providing 
apparatus in response to said television program identifying information as can bees in 
Figure 4a (item 410). "At a step 410, the host communication module 312 preferably 
transmits the programming data 108 from a remote location to the video recording 
system 120 over the communication link 130. In one embodiment, one host system 102 
is configured to service a large population, such as the continental United States or 
even the complete globe. The host system 102 is preferably operated from within one or 
more commercial buildings in the same general location. The majority or all of the video 
recording systems 120 are preferably located in users' homes. Therefore, the host 
system 102 will be remotely located with respect to most if not all video recording 
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systems 120" (Paragraph 0087). The claimed limitations of "recording means for 
recording said television program to an information recording medium on the basis of 
said preset-recording data received by said receiving means" and "reproducing means 
for reproducing said television program recorded to said information recording medium 
by said recording means" are met by Figure 6. "FIG. 6 illustrates a process 600 that is 
preferably performed by the remotely programmable video recording device 500. At a 
step 602, the video recording device 500 receives programming data 108 from the 
remotely located host system 102 over a communication link 130. The receipt in the 
step 602 by the video recording device 500 corresponds to the transmission in the step 
410 (FIG. 4) by the host system 102. At a step 604, the video recording device 500 
records broadcast content in accordance with the programming data 108, which may be 
one or more VCR-Plus codes. At a step 606, the video recording device 500 replays the 
recorded content, preferably as a result of direct user commands. The direct user 
commands are preferably received from a hand held remote control operated by the 
user 1 10 in the presence of the video recording device 500" (Paragraph 0096). Franco 
discloses receiving advertisement associated data in response to said television 
program identifying information and display control means for controlling the displaying 
of the television program identifying information. The banners disclosed in Franco meet 
the limitation of advertisement associated data, where the banners are targeted to the 
user based on the users previous selections (See Paragraphs 0131-0133). 

In regard to claim 17, Franco discloses advertisement data corresponding to a 
television program from a first site as is disclosed in Paragraphs 0131-0133. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franco. 

In regard to claims 18-19, Franco discloses advertisement data corresponding to 
a television program from a first site as is disclosed in Paragraphs 0131-0133. The 
aforementioned combined teaching fails to disclose acquiring a keyword preset to a 
television program from a second site. Official notice it taken that it is well known in the 
art to acquire program information (such as keywords defining the type of program) so 
as to reduce the traffic on any one site. Consequently, it would have been obvious to 
one of ordinary skill in the art to modify the combined teaching with acquiring program 
information (such as keywords defining the type of program) for the stated advantage. 

6. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franco in view of Kim (US Pat App Pub No 2002/0010927). 
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In regard to claims 1-4, Franco discloses an "information processing apparatus 
which acquires preset-recording data for preset-recording a television program from a 
predetermined information providing apparatus via a network and, on the basis of said 
preset-recording data, controls preset-recording said television program" as recited in 
the preamble of claim 1 (illustrated in Figure 1). The claimed limitation of "selecting 
means for selecting said television program to be preset-recorded" is met by Figure 4a 
item 406. "At a step 406, the web server 302 preferably receives programming 
instructions 118 from the user 1 10. In the embodiment illustrated in FIG. 2B, the user 
110 submits the programming instructions 1 18 by choosing one or more programs to 
record through the Clickable Programming Page 210 or the Program Schedule Page 
220. In one embodiment, the user 1 10 is first authenticated at the step 404 before 
programming instructions are received at the step 406. In alternative embodiments, the 
order of the steps 404 and 406 can be reversed, or the steps 404 and 406 can be 
performed simultaneously such as in conjunction with the use of identifying web 
browser cookies" (Paragraph 0085). The claimed limitation of "transmitting means for 
transmitting television program identifying information for identifying said television 
program selected by said selecting means to said information providing apparatus" is 
met by Figure 4a, item 408. "At a step 408, the control module 310 preferably creates 
programming data 108, based at least upon the programming instructions 118. In one 
embodiment, the control module encodes the programming instructions 1 18 for 
transmission over the communication link 130. In the case that a broadcast medium 
(e.g., broadcast television infrastructure) is used as the communication link 130, the 
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programming instructions are preferably prefixed by a video recording system ID code. 
Alternatively, if a computer network is used as the communication link 130, the 
programming data 108 may be placed into addressed packets for transmission. The 
programming data 108 are also preferably encoded for the user's particular video 
recording system 120, possibly based upon brand, model, and/or configuration. In one 
embodiment, all remotely programmable video recording systems 120 can be 
configured to receive programming data in a common format. The programming data 
108 may also be encrypted to ensure privacy" (Paragraph 0086). Franco discloses 
receiving means for receiving said preset-recording data from said information providing 
apparatus in response to said television program identifying information as can bees in 
Figure 4a (item 410). "At a step 410, the host communication module 312 preferably 
transmits the programming data 108 from a remote location to the video recording 
system 120 over the communication link 130. In one embodiment, one host system 102 
is configured to service a large population, such as the continental United States or 
even the complete globe. The host system 102 is preferably operated from within one or 
more commercial buildings in the same general location. The majority or all of the video 
recording systems 120 are preferably located in users' homes. Therefore, the host 
system 102 will be remotely located with respect to most if not all video recording 
systems 120" (Paragraph 0087). The claimed limitations of "recording means for 
recording said television program to an information recording medium on the basis of 
said preset-recording data received by said receiving means" and "reproducing means 
for reproducing said television program recorded to said information recording medium 
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by said recording means" are met by Figure 6. "FIG. 6 illustrates a process 600 that is 
preferably performed by the remotely programmable video recording device 500. At a 
step 602, the video recording device 500 receives programming data 108 from the 
remotely located host system 102 over a communication link 130. The receipt in the 
step 602 by the video recording device 500 corresponds to the transmission in the step 
410 (FIG. 4) by the host system 102. At a step 604, the video recording device 500 
records broadcast content in accordance with the programming data 108, which may be 
one or more VCR-Plus codes. At a step 606, the video recording device 500 replays the 
recorded content, preferably as a result of direct user commands. The direct user 
commands are preferably received from a hand held remote control operated by the 
user 1 10 in the presence of the video recording device 500" (Paragraph 0096). Franco 
discloses receiving advertisement associated data in response to said television 
program identifying information and display control means for controlling the displaying 
of the television program identifying information. The banners disclosed in Franco meet 
the limitation of advertisement associated data, where the banners are targeted to the 
user based on the users previous selections (See Paragraphs 0131-0133). Franco fails 
to disclose displaying said advertisement-associated data and said television program 
substantially at same time for a viewer to view said advertisements associated data 
while simultaneously viewing said television program. Kim teaches displaying said 
advertisement-associated data and said television program substantially at same time 
for a viewer to view said advertisements associated data while simultaneously viewing 
said television program so as to maximize the viewer's exposure to an advertisement 
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(see Paragraph 0064-0065). Consequently, it would have been obvious to one of 
ordinary skill in the art to modify the combined teaching with displaying said 
advertisement-associated data and said television program substantially at same time 
for a viewer to view said advertisements associated data while simultaneously viewing 
said television program for the stated advantage. 

7. Claims 5-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franco in view of Ozer et al. (US Pat No 6,704,929). 

In regard to claims 5, 8, 10 and 13, Franco discloses an "information processing 
apparatus which acquires preset-recording data for preset-recording a television 
program from a predetermined information providing apparatus via a network and, on 
the basis of said preset-recording data, controls preset-recording said television 
program" as recited in the preamble of claim 1 (illustrated in Figure 1). The claimed 
limitation of "selecting means for selecting said television program to be preset- 
recorded" is met by Figure 4a item 406. "At a step 406, the web server 302 preferably 
receives programming instructions 118 from the user 110. In the embodiment illustrated 
in FIG. 2B, the user 110 submits the programming instructions 1 18 by choosing one or 
more programs to record through the Clickable Programming Page 210 or the Program 
Schedule Page 220. In one embodiment, the user 1 10 is first authenticated at the step 
404 before programming instructions are received at the step 406. In alternative 
embodiments, the order of the steps 404 and 406 can be reversed, or the steps 404 and 
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406 can be performed simultaneously such as in conjunction with the use of identifying 
web browser cookies" (Paragraph 0085). The claimed limitation of "transmitting means 
for transmitting television program identifying information for identifying said television 
program selected by said selecting means to said information providing apparatus" is 
met by Figure 4a, item 408. "At a step 408, the control module 310 preferably creates 
programming data 108, based at least upon the programming instructions 118. In one 
embodiment, the control module encodes the programming instructions 118 for 
transmission over the communication link 130. In the case that a broadcast medium 
(e.g., broadcast television infrastructure) is used as the communication link 130, the 
programming instructions are preferably prefixed by a video recording system ID code. 
Alternatively, if a computer network is used as the communication link 130, the 
programming data 108 may be placed into addressed packets for transmission. The 
programming data 108 are also preferably encoded for the user's particular video 
recording system 120, possibly based upon brand, model, and/or configuration. In one 
embodiment, all remotely programmable video recording systems 120 can be 
configured to receive programming data in a common format. The programming data 
108 may also be encrypted to ensure privacy" (Paragraph 0086). Franco discloses 
receiving means for receiving said preset-recording data from said information providing 
apparatus in response to said television program identifying information as can bees in 
Figure 4a (item 410). "At a step 410, the host communication module 312 preferably 
transmits the programming data 108 from a remote location to the video recording 
system 120 over the communication link 130. In one embodiment, one host system 102 
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is configured to service a large population, such as the continental United States or 
even the complete globe. The host system 102 is preferably operated from within one or 
more commercial buildings in the same general location. The majority or all of the video 
recording systems 120 are preferably located in users 1 homes. Therefore, the host 
system 102 will be remotely located with respect to most if not all video recording 
systems 120" (Paragraph 0087). The claimed limitations of "recording means for 
recording said television program to an information recording medium on the basis of 
said preset-recording data received by said receiving means" and "reproducing means 
for reproducing said television program recorded to said information recording medium 
by said recording means" are met by Figure 6. "FIG. 6 illustrates a process 600 that is 
preferably performed by the remotely programmable video recording device 500. At a 
step 602, the video recording device 500 receives programming data 108 from the 
remotely located host system 102 over a communication link 130. The receipt in the 
step 602 by the video recording device 500 corresponds to the transmission in the step 
410 (FIG. 4) by the host system 102. At a step 604, the video recording device 500 
records broadcast content in accordance with the programming data 108, which may be 
one or more VCR-Plus codes. At a step 606, the video recording device 500 replays the 
recorded content, preferably as a result of direct user commands. The direct user 
commands are preferably received from a hand held remote control operated by the 
user 110 in the presence of the video recording device 500" (Paragraph 0096). Franco 
discloses receiving advertisement associated data in response to said television 
program identifying information and display control means for controlling the displaying 
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of the television program identifying information. The banners disclosed in Franco meet 
the limitation of advertisement associated data, where the banners are targeted to the 
user based on the users previous selections (See Paragraphs 0131-0133). The 
combined teaching fails to disclose notification means for notifying, if a predetermined 
condition is satisfied after the displaying of said advertisement-associated data is 
started by said display control means, said information providing apparatus. Ozer 
teaches notification means for notifying; if a predetermined condition is satisfied after 
the displaying of said advertisement-associated data is started by said display control 
means, said information providing apparatus so as to gather information for business 
considerations. "Once the event occurs, management device 120 couples the 
occurrence of the event with information specific to the programming displayed as a 
result of the event. One embodiment allows for the use of unique IDs from the electronic 
program guide to be coupled to the event, and the date and time when the event 
occurred. The IDs identify such information as the program viewed and the channel 
tuned. Thus, a processor included in management device 120 (or any other electronic 
device in which the invention is implemented), coupled with computer-executable 
instructions, represents one example of means for generating viewing information" (Col 
7, Lines 41-52). Consequently, it would have been obvious to one of ordinary skill in the 
art to modify the combined teaching with notification means for the stated advantage. 
Franco discloses a first and second receiving means as illustrated in Figure 1. 

In regard to claims 6-7, 11-12 and 14-15, the aforementioned combined teaching 
fails to disclose that the predefined condition is a correlation between a television 
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program or television program keyword and an advertisement. Official notice is taken 
that it is notoriously well known in the art to monitor the correlation between a television 
program (where keywords can be used to define a program type) and an advertisement 
so as to increase the effectiveness of the advertisements. Consequently, it would have 
been obvious to one of ordinary skill in the art to modify the aforementioned combined 
teaching with to monitor the correlation between a television program (where keywords 
can be used to define a program type) and an advertisement for the stated advantage. 

In regard to claim 9, Franco discloses that the advertisement is operable to be 
displayed during the reproduction of the program (Paragraph 0027). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Manning whose telephone number is 571-272- 
7352. The examiner can normally be reached on M-F: 9:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 571-272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JM 

October 13, 2006 
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